United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



ATTORNEY POCKET NO. | CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/072,419 



02/07/2002 



Bernice Schacter 



10739-1 



3124 



7590 



10/14/2003 



EXAMINER 



DUANE MORRIS, LLP 
ATTN: WILLIAM H. MURRAY 
ONE LIBERTY PLACE 
1650 MARKET STREET 
PHILADELPHIA, PA 19103-7396 



ART UNIT 



RUSSEL, JEFFREY E 

] PAPER NUMBER 



1654 

DATE MAILED: 10/14/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/072,419 


Applicant(s) 

SCHACTER ET AL 


Examiner 

Jeffrey E. Russel 


Art Unit 

1654 





« The MAILING DATE of this communication app ars on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 27 August 2003 . 
2a)Q This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-31.36-38 and 45-54 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1-8.23.24.26-29,31,36-38 and 46-50 is/are allowed. 

6) [>3 Claim(s) 51-54 is/are rejected. 

7) M Claimfe) 9-22.25.30 and 45 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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1 . Applicant's election with traverse of SEQ ID NO:4 in the paper filed August 27, 2003 is 
acknowledged. The traversal is on the ground(s) that the examiner does not understand the 
breadth of the invention, and that the restriction requirment is inconsistent with the MPEP. This 
is not found persuasive. It does not appear that Applicants understood from the restriction 
requirment what was to be examined if the invention of Group I were to be elected. The 
sequence restriction requirement at page 4 of the Office action is limited to claim 29, which 
recites multiple SEQ ID NOS. The sequence restriction requirement now extends to newly 
presented claims 47-54, whch also recite multiple SEQ ID NOS. As a result of Applicants' 
elections, claims 1-28, 30, 31, 36-38, 45, and 46 have been examined, and claims 29 and 47-54, 
limited to the elected sequence, have been examined. Searching only one patentably distinct 
sequence in a single application is consistent with the procedures set forth in the MPEP. The 
databases and types of searches which are necessary to search a sequence having specified 
residues (such as in SEQ ID NOS: 1-40 in claims 29 and 47-54) are different than the databases 
and types of searches which are necessary to search a sequence having variable amino acids 
sequences (such as in claims 30 and 31). Further, each SEQ ID NO requires its own separate 
sequence search, and thus would constitute a further undue burden of search on the examiner. 

The requirement is still deemed proper and is therefore made FINAL. 

In order to expedite prosecution of the application, it is recommended that Applicants 
delete the non-elected SEQ ID NOS from claims 29, 47, 49, 51, and 53 in the response to this 
Office action, or take other appropriate action. Applicants should also ensure that claims 47 and 
48, claims 49 and 50, claims 51 and 52, and claims 53 and 54, do not become duplicates of one 
another. 



Application/Control Number: 10/072,419 Page 3 

Art Unit: 1654 

2. The Sequence Listing filed February 7, 2002 has been approved. 

3. Claims 51-54 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. There is no antecedent basis in the claims for the phrase "the hormone" in claims 
51-54. Note that claims 30 and 31, upon which claims 51-54 depend, use the terminology 
"compound" rather than "hormone". 

4. Claims 9-22, 25, 30, and 45 are objected to because of the following informalities: At 
claim 9, line 12; claim 10, line 4; claim 25, line 2; claim 30, line 14; and claim 45, line 12; "a" 
should be inserted before "glycine". Appropriate correction is required. 

5. Claims 1-8, 23, 24, 26-28, 31, 36-38, 46, 48, and 50 are allowed. Claims 29, 47, and 49, 
limited to the elected sequence, are allowed. Claims 9-22, 25, 30, and 45 would be allowable if 
rewritten or amended to overcome the claim objections set forth in this Office action. Claims 51 
and 53, limited to the elected sequence, and claims 52 and 54 would be allowable if rewritten or 
amended to overcome the rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this 
Office action. The prior art of record does not teach or suggest administering insect adipokinetic 
hormones or compounds having the chemical structures recited in the claims to humans, and 
does not teach or suggest administering them in amounts sufficient to achieve the results, i.e., 
promotion of lipid mobilization, promotion of weight loss, and suppression of appetite, recited in 
the claims. 
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6. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Jeffrey E. Russel at telephone number (703) 308-3975. The 
examiner can normally be reached on Monday-Thursday from 8:30 A.M. to 6:00 P.M. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Brenda Brumback can be reached at (703) 306-3220. The fax number for Technology 
Center 1600 for formal communications is (703) 872-9306; for informal communications such as 
proposed amendments, the fax number (703) 746-5175 can be used. The telephone number for 
the Technology Center 1600 receptionist is (703) 308-0196. v K / 
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Primary Patent Examiner 
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